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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)M This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 1-15 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1-15 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) I3 The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Priority 

Applicant is reminded that this application appears to claim subject matter disclosed in 
prior Application No. 2000/198544 Japan, filed 30 June 2000. A reference to the prior 
application must be inserted as the first sentence of the specification of this application or in an 
application data sheet (37 CFR 1 .76), if applicant intends to rely on the filing date of the prior 
application under 35 U.S.C. 1 19(e) or 120. See 37 CFR 1.78(a). For benefit claims under 35 
U.S.C. 120, the reference must include the relationship (i.e., continuation, divisional, or 
continuation-in-part) of all nonpro visional applications. Also, the current status of all 
nonprovisional parent applications referenced should be included. 

If the application is a utility or plant application filed under 35 U.S.C. 1 1 1(a) on or after 
November 29, 2000, the specific reference to the prior application must be submitted during the 
pendency of the application and within the later of four months from the actual filing date of the 
application or sixteen months from the filing date of the prior application. If the application is a 
utility or plant application which entered the national stage from an international application 
filed on or after November 29, 2000, after compliance with 35 U.S.C. 371, the specific reference 
must be submitted during the pendency of the application and within the later of four months 
from the date on which the national stage commenced under 35 U.S.C. 371(b) or (f) or sixteen 
months from the filing date of the prior application. See 37 CFR 1. 78(a)(2)(h) and (a)(5)(h). 
This time period is not extendable and a failure to submit the reference required by 35 U.S.C. 
1 19(e) and/or 120, where applicable, within this time period is considered a waiver of any 
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benefit of such prior application(s) under 35 U.S.C. 1 19(e), 120, 121 and 365(c). A priority 
claim filed after the required time period may be accepted if it is accompanied by a grantable 
petition to accept an unintentionally delayed claim for priority under 35 U.S.C. 1 19(e), 120, 121 
and 365(c). The petition must be accompanied by (1) the reference required by 35 U.S.C. 120 or 
1 19(e) and 37 CFR 1.78(a)(2) or (a)(5) to the prior application (unless previously submitted), (2) 
a surcharge under 37 CFR 1 . 17(t), and (3) a statement that the entire delay between the date the 
claim was due under 37 CFR 1.78(a)(2) or (a)(5) and the date the claim was filed was 
unintentional. The Director may require additional information where there is a question 
whether the delay was unintentional. The petition should be addressed to: Mail Stop Petition, 
Commissioner for Patents, P.O. Box 1450, Alexandria, Virginia 22313-1450. 

Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which papers 
have been placed of record in the file. 

Specification 

The abstract of the disclosure is objected to because it includes idiomatic English, for 
example "system using auction has" in line 1. Correction is required. See MPEP § 608.01(b). 

Applicant is reminded of the proper language and format for an abstract of the disclosure. 

The abstract should be in narrative form and generally limited to a single paragraph on a 
separate sheet within the range of 50 to 1 50 words. It is important that the abstract not exceed 
150 words in length since the space provided for the abstract on the computer tape used by the 
printer is limited. The form and legal phraseology often used in patent claims, such as "means" 
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and "said," should be avoided. The abstract should describe the disclosure sufficiently to assist 
readers in deciding whether there is a need for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information given in the 
title. It should avoid using phrases which can be implied, such as, "The disclosure concerns," 
"The disclosure defined by this invention," "The disclosure describes," etc. 

A substitute specification excluding the claims is required pursuant to 37 CFR 1. 125(a) 
because it is replete with idiomatic English. 

A substitute specification must not contain new matter. The substitute specification must 
be submitted with markings showing all the changes relative to the immediate prior version of 
the specification of record. The text of any added subject matter must be shown by underlining 
the added text. The text of any deleted matter must be shown by strike-through except that 
double brackets placed before and after the deleted characters may be used to show deletion of 
five or fewer consecutive characters. The text of any deleted subject matter must be shown by 
being placed within double brackets if strike-through cannot be easily perceived. An 
accompanying clean version (without markings) and a statement that the substitute specification 
contains no new matter must also be supplied. Numbering the paragraphs of the specification of 
record is not considered a change that must be shown. 

A substitute specification in proper idiomatic English and in compliance with 37 
CFR 1 .52(a) and (b) is required. The substitute specification filed must be accompanied by a 
statement that it contains no new matter. 

Examples of idiomatic English include: page 3, lines 2-7 "...an advertisement tenant 
bidding part for allowing a sponsor to bid for an advertisement tenant contained in the disclosed 
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contents; a sponsor determining part for knocking down the advertisement tenant to the sponsor 
that has bid a highest price; a contents creating part for correcting the advertisement tenant 
contained in the contents in accordance with requests from the sponsor. . and page 3, lines 16- 
17 ..digital contents advertisement display system using auction according to the present 
invention. . ." and page 3, lines 28-32 . .the digital contents advertisement display system using 
auction according to the present invention further includes an advertisement tenant attention 
degree control part for changing a display of the advertisement tenant so that a degree of 
attention to the advertisement tenant in the contents is changed in accordance. . ." and page 6 
lines 1-4 "... a character in the present embodiment refers to an idea including general things, and 
includes an artificial creature and the like that are artificially created, as well as a car, a TV and 
other things. . . " and page 7 lines 2-4 "... an advertisement tenant refers to a billboard shown in 
the outline of contents, articles such as a car and a magazine used in the contents, or a character 
used in the contents. . ." are examples, not intended to be a complete listing of all occurrences of 
the idiomatic English recitations. Applicant repeatedly refers to language not known or used in 
the art of Advertising. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 1-15 are rejected under 35 U.S. C. 112, first paragraph, as failing to comply with 
the enablement requirement. The claim(s) contains subject matter which was not described in 
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the specification in such a way as to enable one skilled in the art to which it pertains, or with 
which it is most nearly connected, to make and/or use the invention. Specifically, claims 1-15 do 
not enable one of ordinary skill in the art to use the invention as it is not enabled for an 
"advertising tenant" while page 6 defines the "tenant" the definition is vague at best. The 
advertising medium is not enable for "a car" as indicated in the specification on page 6. 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1-15 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Where applicant acts as his or her own lexicographer to specifically define a term of a 
claim contrary to its ordinary meaning, the written description must clearly redefine the claim 
term and set forth the uncommon definition so as to put one reasonably skilled in the art on 
notice that the applicant intended to so redefine that claim term Process Control Corp, v. 
HydReclaim Corp,, 190 F.3d 1350, 1357, 52 USPQ2d 1029, 1033 (Fed Cir. 1999). The term 
"advertisement tenant" in claims 1-15 is used by the claim to mean "a billboard shown in the 
outline of contents, articles such as a car and a magazine used in the contents, or a character used 
in the contents." while the accepted meaning is "Advertisement is defined as a notice to attract 
public attention or patronage while tenant is defined as an occupant, inhabitant, or dweller in a 
place " The term is indefinite because the specification does not clearly redefine the term. 
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Claims 1-15 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

The claims are generally narrative and indefinite, failing to conform with current U.S. 
practice. They appear to be a literal translation into English from a foreign document and are 
replete with grammatical and idiomatic errors. Further examples include "using auction" this 
should read —using an auction— and "a winner sponsor" should read —a winning sponsor—. 

Specifically as to claim 1, the claim is vague and indefinite as to the metes and bounds of 
the claim. Further, it is unclear what is meant by "to bid for an advertisement tenant contained in 
the disclosed contents" in line 1 1 of the claim. 

Specifcially as to claim 4, the claim is vague and indefinite. What is meant by "wherein, 
in a case where an advertisement tenant is not determined in the winner sponsor determining the 
process of the at least one computer program further comprises distributing the contents by using 
a default advertisement tenant in the contents"? 

Specifically as to claims 5-6, the claim is vague and indefinite. What is meant by 
"wherein the process of the at least one computer program further comprises controlling 
behavior of a character displayed on a screen in accordance with a bidding price by the 
sponsor"? 

Specifically as to claims 7-15, the claims are replete with confusing language and 
references as described above; further, the language of the claims cannot define the metes and 
bounds of the claims 
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Claim Rejections - 35 USC §102 
For examination purposes, the art is being as best can be applied in view of the extensive 
112 1 st and 2 nd paragraph rejections as applied above. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1-15 are rejected under 35 U.S.C. 102(b) as being anticipated by Yuasa et al. (JP 
1 1(1999)-95694A). Yuasa et al. disclose a digital contents advertisement display computer 
system using auction, comprising: a computer processor and a computer readable medium 
storing at least one computer program controlling the computer processor to control the digital 
contents advertisement display computer system according to a process comprising: disclosing 
an outline of contents to be distributed through a digital medium to audiences; allowing the 
audiences, as sponsors, to bid for an advertisement tenant contained in the disclosed contents; 
determining a winner sponsor for the advertisement tenant from among the bidding sponsors, 
according to a highest price bid by a sponsor; and completing the advertisement tenant 
contained in the contents according to requests from the winning sponsor, to complete the 
contents for distribution wherein the completed contents as distributed function as an advertising 
medium, see abstract, pages 1-2, figure 1. 

Specifically as to claims 2-15, see above rejection of claim 1 for specific citation and 
reasoning. 
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Response to Arguments 

Applicant's arguments with respect to claims 1-15 have been considered but are moot in 
view of the new ground(s) of rejection. 

In response to applicant's argument against the requirement for a new specification, 
applicant is referred to the above specific examples within the specification to show cause for a 
substitute specification. In addition, Examiner is also making a 35 USC 105 request for 
information (see attached). 

With regards to applicant's arguments to the 35 USC 101 rejections, applicant's 
amendments have overcome this rejection and the rejection is withdrawn. 

With regards to applicant's arguments against the 35 USC 112 second paragraph 
rejection, it is unclear how applicant differentiates this argument from the 35 USC 101 
arguments. Examiner has addressed the 35 USC 1 12 second paragraph rejection in the above 
rejections. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kelly Campen whose telephone number is (571) 272-6740. The 
examiner can normally be reached on Monday-Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vincent Millin can be reached on (571) 272-6747. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Kelly S. Campen 





VINCENT MILUN 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 3600 
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35 USC 105 Request 

1. Applicant and the assignee of this application are required under 37 CFR 1 .105 to provide the 
following information that the examiner has determined is reasonably necessary to the 
examination of this application. 

2. The information is required to identify products and services embodying the disclosed subject 
matter of claims 1-15 and identify the properties of similar products and services found in the 
prior art. 

3. In response to this requirement, please provide where in the specification is the foundation for 
the newly submitted claims 

4.ln response to this requirement, please state the specific improvements of the claimed subject 
matter in claims 1-15 over the disclosed prior art and indicate the specific elements in the 
claimed subject matter that provide those improvements. For those claims expressed as means 
or steps plus function, please provide the specific page and line numbers within the disclosure 
which describe the claimed structure and acts. 

5. The fee and certification requirements of 37 C.F.R. § 1.97 are waived for those documents 
submitted in reply to this requirement. This waiver extends only to those documents within the 
scope of this requirement under 37 C.F.R. § 1.105 that are included in the applicant's first 
complete communication responding to this requirement. Any supplemental replies subsequent 
to the first communication responding to this requirement and any information disclosures 
beyond the scope of this requirement under 37 C.F.R. § 1.105 are subject to the fee and 
certification requirements of 37 C.F.R. § 1 .97. 

6. The applicant is reminded that the reply to this requirement must be made with candor and 
good faith under 37 CFR 1 .56. Where the applicant does not have or cannot readily obtain an 
item of required information, a statement that the item is unknown or cannot be readily obtained 
will be accepted as a complete response to the requirement for that item. 

7. This requirement is subject to the provisions of 37 C.F.R. §§ 1.134, 1.135 and 1.136 and has 
a shortened statutory period of two ^2 ) ! months. EXTENSIONS OF THIS TIME PERIOD MAY 
BE GRANTED UNDER 37 CFR 1 .136(a). 

VINCENT MILUN 
SUPERVISORY PATENT EXAMINER 
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